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Policy Paper PP16/13 

Intellectual Property Bill 2013–14  
IP Federation position on Clause 13 
 
Introduction 
The IP Federation represents IP intensive companies in the United Kingdom – 
a list of members is attached. Our member companies are extensively in-
volved with IP in Europe and internationally. Not only do they own con-
siderable numbers of IP rights, but they are affected by the activities and IP 
rights of competitors. 
 
1.  Clause 13 should be deleted in its entirety 
The IP Federation opposes, in the strongest terms possible, the introduction 
of criminal sanctions for any aspect of registered design infringement. The 
many reasons for this are set out below, but they boil down to the fact that 
the proposals create a sledgehammer for the purposes of cracking a specific 
problematic nut. The trouble is that, in cracking the problem nut, many 
other valuable nuts will also get cracked or severely damaged as a 
consequence. The understandable desire to deal with the problem nut must 
not be allowed to override the need for appropriate protection for the other 
valuable nuts involved in this issue. 
 
2. Why should Clause 13 be completely deleted? 
Set out below are nine reasons why Clause 13 should be deleted in its 
entirety. 
 
2.1 Criminal courts are not equipped to deal with cases involving 

registered designs. 
Unlike copyright and trademarks, both the scope and validity of a 
registered design are determined by prior art. They are also often 
affected by questions of what is “commonplace”, “functional” or 
“must fit” – none of which is straightforward. These issues can only 
be dealt with fairly by courts which are equipped to hear the 
appropriate evidence and assess it in the light of extensive case law. 
This is why we have specialist IP courts in the UK. If litigants are 
obliged to educate a criminal court, and possibly a jury, on even the 
most basic aspects of registered design law, very high costs will 
inevitably be incurred. This is completely contrary to the intention of 
the IP Bill, which is to reduce costs for litigants, including individual 
designers and SMEs. 

 
2.2 There is a significant risk that wrongful convictions could occur. 

In addition to the risks associated with criminal courts making 
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decisions in cases which they are not equipped to handle, the risk of 
wrongful imprisonment is relatively high. This is because the scope 
and validity of a registered design depends upon prior art, and prior 
art for designs is notoriously difficult to find. This means that there is 
a very real possibility that relevant prior art could come to light after 
a person is convicted, possibly even years later. In such a case, the 
registered design will be invalid and treated as if it had never been 
registered – but the person will already have been wrongly 
imprisoned. 

 
2.3 Reputable design companies will withhold good designs. 

If there is a risk, however small, of criminal prosecutions being 
brought against them, reputable British design companies (for 
example, Dyson) will be forced to become extremely cautious when 
making business decisions. All good design companies are aware of 
the many and various designs existing in their respective market-
places and the most vigilant companies carry out regular watches of 
new registered designs. If there is a risk that knowledge of a 
registered design, combined with actual infringement, could give rise 
to a criminal penalty, IP advisors will advise their clients not to take 
that risk. Products which would otherwise have been brought to 
market as a result of healthy competition will be withheld. This will 
reduce choice for consumers. 

 
2.4 Reputable companies will deliberately stop carrying out clearance 

searches for designs. 
If there is the slightest risk that getting too close to an existing 
registered design might result in a criminal action being brought, 
reputable British companies will deliberately stop searching 
registered designs to check for potential issues before a product is 
launched. It will be better not to know what is out there. This flies in 
the face of best practice and will also result in more inadvertent 
infringement which will give rise to more instances of litigation and 
increase costs for businesses of all sizes. 

 
2.5 The doors will close on British designers. 

Established British companies, even reputable ones, are already wary 
when approached by individuals and SMEs who want their designs to 
be considered for further development or mass production. 
Introducing a risk of criminal actions being brought for infringement 
will have the effect of discouraging bigger companies still further 
from collaborating with individual designers and SMEs. This will work 
against small designers in the UK and is not in the best interests of 
the UK Design Industry. 

 
2.6 Criminal actions will be brought privately. 

There is nothing in the IP Bill which prevents criminal actions for 
infringement of registered designs being instigated privately. Starting 
a criminal action is actually very easy: stopping a criminal action 
appears to be quite difficult and may prevent a commercial dispute 
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between two commercial organisations being settled on commercial 
terms. 

 
2.7 Companies will use the weapons available to them. 

If criminal sanctions are introduced, with the intention of giving 
greater protection against design theft to individual designers and 
SMEs, a weapon is produced which will be used by all organisations, 
small and large. Indeed, larger organisations will have more 
capability for taking advantage of the criminal measures available 
and will, without doubt, use them to maximum advantage against 
other organisations, large and small. The threat of being able to bring 
criminal proceedings should also not be underestimated. 

 
2.8 Sufficient deterrent can be created by other means. 

One of the aims of the IP Bill is “to increase protection for registered 
design holders and to reduce the scale of design theft” (Hansard, 22nd 
May 2013, column 849 – IP Bill, Second Reading). Introducing criminal 
sanctions is not the only way to achieve this. The Patents County 
Court already provides a relatively quick and cheap way of bringing a 
civil action in a specialist court. Provisions could be made for making 
an already efficient process even more efficient – in terms of time 
and cost – for cases of blatant and deliberate copying of registered 
designs. Provisions could also be made for encouraging the levying of 
punitive damages or fines for deliberate infringement of the type 
contemplated in the debates which have already taken place in the 
House of Lords. 

 
2.9 The vast majority of IP professionals and IP-owners are opposed to 

the current proposals. 
The IP Federation is by no means the only organisation which opposes 
the introduction of criminal sanctions for registered design infringe-
ment (see IP Federation Policy Paper PP10/13, attached as Annex A). 
The following organisations, most of which are made up of highly 
experienced IP professionals, have also expressed grave concerns over 
Clause 13 of the IP Bill: 

• International Chamber of Commerce (see open letter to 
Ministers 10th May 2013, attached as Annex B). 

• The Law Society (see TLS Parliamentary Briefs, particularly 
that relating to the Report stage dated 1st July 2013, attached 
as Annex C). 

• Intellectual Property Bar Association (paper dated 12th May 
2013, attached as Annex D) 

• Intellectual Property Lawyers’ Association (paper dated 21st 
May 2013, attached as Annex E). 

• Intellect (Intellect Position Paper dated July 2013, attached as 
Annex F). 

• Chartered Institute of Patent Attorneys (undated paper setting 
out preliminary comments, press release dated 25th July 2013, 
attached as Annex G). 
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3. Clause 13 must, at the very least, be significantly amended 
The IP Federation acknowledges that there is strong pressure from some 
areas of UK business to introduce criminal sanctions for certain types of in-
fringement of registered designs. If we cannot achieve a complete deletion 
of Clause 13, as would be preferred by all of the above highly reputable and 
knowledgeable organisations*, then we set out below a series of proposed 
amendments. We believe that these amendments would ensure that the 
Government’s aims are in fact achieved whilst simultaneously minimising 
the risk of unintended and damaging consequences to legitimate businesses. 
 
3.1 Specify that the offence relates only to deliberate or blatant 

copying 
It is very clear that the intention of the IP Bill is to introduce criminal 
sanctions for only deliberate infringement of registered designs (see 
Explanatory Notes, paragraphs 49 and 50). This type of infringement 
corresponds closely to what is termed “counterfeiting” or “piracy” in 
other areas of law – and nothing more. It is contended that this is 
achieved by the use of the term “copying” in sections (1)(a), (2) and 
(3)(c)(i) of Clause 13. Indeed, it has been stated by the UK IPO that 
this term implicitly includes only deliberate and wilful acts and that 
any further qualification of the term “copying” would amount to 
tautology. We do not agree. It is perfectly possible to copy something 
unintentionally or subconsciously. The term “copying” was used very 
many times during the debates on the IP Bill in the House of Lords 
and, in a very high number of instances, it was qualified by a term 
such as “deliberate”, “intentional” or “blatant”. (See, for example, 
Second Reading, 22nd May 2013, columns 849, 854, 855, 869, 877 and 
886 – attached as Annex H.) Indeed, in many parts of the debate, it is 
not easy to find an instance of the word “copying” being used in 
relation to Clause 13 without qualification. This confirms unequi-
vocally that there is a very real need to qualify the term “copying” in 
order to ensure that the meaning of the term is clear and that the 
offence does not catch acts which it is not intended to catch. 
Annex I includes our proposed amendments to Clause 13 to specify 
that deliberate copying – and only deliberate copying – can attract 
criminal penalties. 

 
3.2 Criminal proceedings may not be brought until infringement and 

validity have been confirmed by specialist civil court 
One way to alleviate some of the concerns set out in paragraph 2 
above would be to ensure that the crucial questions of actual 
infringement and validity (if validity is put in issue) are dealt with by 
an appropriate specialist court before any criminal proceedings can 
be commenced†. We anticipate that such a proposal would attract 

                                         
* We note that The Law Society has expressed support for the introduction of criminal 
sanctions but only if it is clearly limited to counterfeits or piracy. 
† It must be noted that the criminal offence currently set out in Clause 13 is NOT the same as 
the test for infringement. Consequently, it is theoretically possible for a criminal offence to be 
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opposition on the basis that the costs are too high and it would take 
too long. We believe that measures could be put in place to stream-
line civil procedures in cases which appear to involve the type of 
blatant or deliberate copying which might attract criminal sanctions.  
Annex J includes our proposed amendments to Clause 13 to 
specify that civil proceedings must precede criminal proceedings. 

 
3.3 Remove any possibility of private criminal prosecutions being 

brought 
Another way of alleviating some of the concerns set out in paragraph 
2 would be to ensure that criminal actions may not be started by 
individuals or companies. We feel comfortable that government 
agencies such as Trading Standards and the Crown Prosecution 
Service will ensure that any action which may be commenced under 
this section will have been subjected to sufficient scrutiny to prevent 
malicious, vexatious and tactical actions being commenced. 
Annex K includes our proposed amendment to Clause 13 to specify 
that private prosecutions may not be brought under this section. 

 
3.4 Ensure that criminal acts do constitute infringement 

There appears to be an assumption that the term “copies a registered 
design so as to make a product exactly or substantially to that 
design” must by definition amount to an infringement of the 
registered design in question. This is far from certain, particularly in 
areas where there are a lot of very similar designs in existence. 
Indeed, it is perfectly possible for a design which is “substantially” 
the same as the registered design not to infringe. It is therefore 
important that Clause 13 be amended so as to specify that acts which 
do not constitute infringement of the registered design cannot give 
rise to criminal sanctions. 
Annex L includes our proposed amendment to Clause 13 to specify 
that only infringing acts will be caught by the clause. 

  
Annex M includes all of the proposed amendments to Clause 13 set out in 
the preceding paragraphs. 
 
4. Further Concerns 
The IP Federation is concerned that a number of very real concerns held by 
reputable British companies currently involved in design are not being given 
sufficient consideration by the Government. The most pressing of these 
concerns are set out below. 
 
4.1 A failed or abandoned criminal prosecution is as bad as a 

successful one 
Mud sticks. Whilst the defences which are currently proposed provide 
some assurance that unintentional copying will not result in a 
criminal conviction, the mere fact that a company, or a director or 

                                                                                                                     
committed without any infringement of the registered design to have occurred. We do not 
believe that this is the Government’s intention. 
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CEO, has been accused of a criminal offence relating to the copying 
of another person’s design could easily be used against that company 
or individual in other proceedings. Indeed, negative publicity of the 
sort which would inevitably be generated merely by the commence-
ment of a criminal action could do untold damage to a company or 
individual. Provisions preventing private criminal prosecutions being 
brought would alleviate this concern – see paragraph 3.3 above. We 
are confident that unfounded or vexatious prosecutions will not be 
commenced by Trading Standards or the CPS. 

 
4.2 Larger companies are at particular risk 

It is unrealistic to expect that every designer employed by a 
reasonably large company will be aware of every registered design 
which has come to the attention of every other person in that 
company. We are very concerned that, if one individual or team 
comes up with a design which is very close to a registered design, and 
another individual or team has inspected that registered design for 
another purpose, the company will be deemed to have known about 
the registered design and copied it. There are no safeguards in place 
to prevent the company from being found guilty of a criminal of-
fence, even if no one individual in the company satisfies the criteria 
of “copying” the design and knowing it was registered. 

 
4.3 Registered designs are unexamined rights 

Currently, applications for UK registered designs are not examined by 
the UK IP Office for novelty. This means that a design can be 
registered even if an identical or similar design has been published 
beforehand – which would mean that the registered design is invalid. 
It is already burdensome for companies to have to deal with poten-
tially invalid rights being asserted against them. If criminal sanctions 
are introduced in respect of rights which have not been examined 
before registration, and if private prosecutions are not prohibited, 
the burden on companies engaged in design and development will 
increase dramatically. This will apply to companies of all sizes. 

 
4.4 It is not true that sanctions of the type proposed exist in Germany 

There appears to be a misconception that criminal sanctions of the 
type which would be brought into effect by Clause 13 exist in 
Germany and have the desired effect. Whilst it is true that 
unauthorised use of a German registered design can be punishable by 
criminal sanctions, the infringement must be wilful or reckless to 
attract these sanctions. There is no similar restriction in Clause 13, 
although the amendment set out in paragraph 3.1 above would bring 
the UK proposals closer to the German position. 

 
5. Conclusions 
The IP Federation, along with many other organisations whose members are 
immersed in IP on a day to day basis, firmly believes that the introduction of 
criminal sanctions for registered design infringement, even deliberate 
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copying, is wrong. Adequate sanctions are already available to the owners of 
infringed registered designs. We have set out above many reasons why the 
introduction of criminal sanctions would be wrong. We therefore urge MPs 
to support an amendment to delete Clause 13 (and the associated Clause 14) 
from the IP Bill entirely. 
 
In the event that this cannot be achieved, we say that the aims of the 
Government can and will still be achieved, but risks to existing businesses 
will be reduced, if the amendments set out in paragraphs 3.1 to 3.4 above 
are introduced to Clause 13. We urge MPs to press for these amendments, or 
equivalents of them. 
 
 
IP Federation 
9 October 2013 
  



 

 

IP Federation members 2013 
The IP Federation represents the views of UK industry in both IPR policy and prac-
tice matters within the EU, the UK and internationally. Its membership comprises 
the innovative and influential companies listed below. Its Council also includes 
representatives of the CBI, and its meetings are attended by IP specialists from 
three leading law firms. It is listed on the joint Transparency Register of the 
European Parliament and the Commission with identity No. 83549331760-12. 

 

AGCO Ltd 
Airbus 

ARM Ltd 
AstraZeneca plc 

Babcock International Ltd 
BAE Systems plc 

BP p.l.c. 
British Telecommunications plc 

British-American Tobacco Co Ltd 
BTG plc 

Caterpillar U.K. Ltd 
Delphi Corp. 

Dyson Technology Ltd 
Element Six Ltd 
Eli Lilly & Co Ltd 

ExxonMobil Chemical Europe Inc. 
Ford of Europe 

Fujitsu Services Ltd 
GE Healthcare 

GKN plc 
GlaxoSmithKline plc 
Hewlett-Packard Ltd 

IBM UK Ltd 
Infineum UK Ltd 

Johnson Matthey PLC 
Merck Sharp & Dohme Ltd 

Microsoft Limited 
Nokia UK Ltd 

Pfizer Ltd 
Philips Electronics UK Ltd 

Pilkington Group Ltd 
Procter & Gamble Ltd 

Renishaw plc 
Rolls-Royce plc 

Shell International Ltd 
Smith & Nephew 

Syngenta Ltd 
The Linde Group 
UCB Pharma plc 

Unilever plc 
Vectura Limited 
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